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1. The Amendments filed on August 1, 2005, October 31, 2005 and November 25, 2005 
have been entered. 

2. Claims 7 and 8 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected species, there being no allowable generic or linking claim. Election 
was made without traverse in the reply filed on April 8, 2005. 

3. The drawings were received on November 25, 2005. These drawings are accepted by the 
Examiner. 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claim 17 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter, which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 17 recites "the skeleton is free of apertures or recesses." 

The Examiner respectfully submits that the negative limitation "free of apertures or 
recesses" does not have basis in the original disclosure, thus, it is new matter. See MPEP 
2173.05(i) and the legal precedents cited in the article "The Introduction of Negative Claim 
Limitations During Ex Parte Prosecution: 35 USC 112 and the Issue of Antecedent Support" of 
Steven 1 Hulquist in Journal of the Patent & Trademark Office Society, March 1991, Volume 
73, No. 3, page 218. 
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In the instant case, Applicant's disclosure does not describe that the skeleton is free of 
apertures or recesses. To the contrary, the disclosure describes, e.g., in paragraph [0016], that 
the skeleton does not have to be drilled into. However, the apertures or recesses are not 
necessarily formed by drilling. In other words, drilling is not the only method to form the 
apertures or recesses. The apertures or recesses may be formed by, e.g., molding or punching. 
In other words, Applicant's skeleton may have predetermined apertures or recesses by, e.g., 
molding or punching. The concept "free of apertures or recesses" is not present in the original 
disclosure, thus, it is new matter. In re Anderson, 176 USPQ 331 (CCPA 1973). 
6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. Claims 2-6, 9, 11-13 and 15-20 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Schutz (US Patent Publication 2002/0124682 Al). 

Regarding claim 16, Schutz teaches a steering wheel for mounting of a build-on part 16, 
18, 20, 22, 24, the steering wheel comprising: 

a steering wheel skeleton 10; 

foam material 12 surrounding the skeleton 10; and 

a holding part 32, 42 (Figs. 1-5) that is substantially fixed relative to the skeleton 
10 by the foam material 12 so that a first portion 42 of the holding part 32, 42 is in the foam 
material 12 and a second portion 32 of the holding part 32, 42 projects therefrom for mounting of 
the buiid-on part 16, 18, 20, 22, 24 thereto. 

Regarding claim 2, the holding part 32, 42 indirectly bears against the steering wheel 
skeleton 10 (Fig. 1). 
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Regarding claim 3, it is well settled that the patentability of a product does not depend 
on its method of production. In re Thorpe, 227 USPQ 964, 966 (CAFC 1985); In re Brown, 
173 USPQ 685 (CCPA 1972); In re Fessmann, 180' USPQ 324 (CCPA 1974); Ex parte 
Edwards, 231 USPQ 981 (BPAI 1986); and MPEP 2113. 

Regarding claim 4, an interspace (Attachment 1) filled by the steering wheel foam 
material 12, is present between the steering wheel skeleton 10 and the holding part 32, 42. 

Regarding claim 5, the holding part 32, 42 surrounds the steering wheel skeleton 10 at 
least partially at one point (Att. 1). 

Regarding claim 6, the portion 42 of the holding part 32, 42 has a U-shaped 
configuration (Figs. 4a-5) adjacent the steering wheel skeleton 10. 

Regarding claim 9, the holding part 32, 42 is adjacent a spoke 34 (Fig. 3) of the steering 
wheel 10. 

Regarding claim 1 1, the holding part 32, 42 is a plastic part. Ibid., paragraph [001 8]. 

Regarding claim 12, the build-on part 16, 18, 20, 22, 24 comprises an adaptor 36 (Fig. 
1), which is connected to the holding part 32, 42 and allows an additional build-on part 26 to be 
connected thereto. 

Regarding claim 13, the adaptor 36 is an adaptor plate. 

Regarding claim 15, the first portion 42 of the holding part 42, 32 which lies within the 
steering wheel foam surround 12 has a smaller longitudinal extent than the (second) portion 32 
which lies outside the steering wheel foam surround 12. 

Regarding claim 17, the skeleton 10 is free of recesses for supporting the holding part 32, 
42 in substantially fixed relation thereto as seen in Fig. 1. 
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Regarding claim 18, the first portion 42 is spaced from the skeleton 10 and embedded in 
the foam material 12 to be surrounded thereby. 

Regarding claim 19, the foam material 12 provides the only holding force between the 
holding part 32, 42 and the skeleton 10 as seen in Fig. 1. 

Regarding claim 20, the skeleton 10 and the holding part 32, 42 inherently have 
predetermined substantially fixed positions relative to each other via molding of the foam 
material 12 to surround the skeleton 10 with the skeleton 10 and the holding part 32, 42 in the 
predetermined substantially fixed positions as shown in Figs. 1-3. 

9. Claims 2, 3, 10, 14, and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bohn et al. (US Patent No. 6,312,012 Bl). 

Regarding claim 16, Bohn teaches a steering wheel for mounting of a build-on part 30, 
the steering wheel comprising: 

a steering wheel skeleton 1-3; 

foam material 4 surrounding the skeleton 1-3; and 

a holding part 10, 26 (Figs. 1-3) that is substantially fixed relative to the skeleton 
1-3 by the foam material 4 so that a first portion 26 (Fig. 2) of the holding part 10, 26 is in the 
foam material 4 and a second portion (see Attachment 2) of the holding part 10, 26 projects 
therefrom for mounting of the build-on part 30 thereto. 

Regarding claim 2, the holding part 10, 26 bears against the steering wheel skeleton 1-3. 

Regarding claim 3, it is well settled that the patentability of a product does not depend 
on its method of production. In re Thorpe, In re Fessmann, Ex parte Edwards, and MPEP 
2113 supra. 
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Regarding claim 10, the holding part 10, 26 is a sheet metal part 8 (Fig. 1). 
Regarding claim 14, the holding part 10, 26 is connected to the build-on parts 30 by 
means of screws or rivets 12 (Fig. 1). 

10. Applicant's arguments filed August 1, 2005, October 31, 2005 and November 25, 2005 
have been fully considered but they are not persuasive. 

At the outset, Applicant contended that claim 16 is not anticipated by Koide. The 
rejection based on Koide is withdrawn in view of new claim 16. Applicant's arguments 
regarding Koide are deemed to be moot. 

Applicant further argued that Schutz's guide assemblies including the guides 32, springs 
41, and bushing 42 are not substantially fixed relative to the steering wheel skeleton 10 by the 
foam casing 12. 

The Examiner respectfully submits that the relative term "substantially" is a broad term. 
In re Nehrenberg, 126 USPQ 383 (CCPA 1960) and MPEP 2173.05(b). Therefore, the term 
"substantially fixed" implies that something less than firmly fixed is required. See "substantially 
the same as" and "substantially corresponding to" in Performed Line Products Co. v. Fanner 
Mfg. Co., 124 USPQ 288 (DC N Ohio). In addition, it is well settled that similar structures 
would behave similarly. In re Merck & Co., Inc., 231 USPQ2d 375 (CAFC 1986). 

In the instant case, Schutz's holding part 32, 42 is substantially fixed relative to the 
skeleton 10. In fact, Schutz's holding part 32, 42 is partially mounted or embedded into the foam 
12. In the same manner, Applicant's holding part 3 is mounted or embedded into the foam 4 as 
seen in Fig. 2. Therefore, Schutz's holding part 32, 42 is substantially fixed relative to the 
skeleton 10 in the same manner as Applicant's holding part 3. The necessary inherence of 
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Schutz' s holding part is flown naturally from Schutz's teaching of the same type of Applicant's 
fixing. In re Best, 195 USPQ 430, 433 (CCPA 1977) and MPEP 2112. 

On the other hand, the functional limitations of applicant's claims are not given 
patentable weight when those limitations are inherent in the Norman reference. See In re 
Schreiber, 44 USPQ2d 1429 (CAFC 1997)(A reference may be from an entirely different field of 
endeavor than that of the claimed invention or may be directed to an entirely different problem 
from the one addressed by the inventor, yet the reference will still anticipate if it explicitly or 
inherently discloses every limitation recited in the claims). In this case, Schutz' s holding part is 
capable of being substantially fixed relative to the skeleton by the foam material in the same 
manner as Applicant's holding part, therefore, Applicant's claims are anticipated by Schutz. 

For the foregoing reasons, claim 16 and its dependent claims 2-6, 9, 1 1-13, 15, and 17-20 
are unpatentable over Schutz. 

11. Applicant's arguments with respect to claims 1-6 and 9-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinh T. Luong whose telephone number is 571-272-7109. The 
examiner can normally be reached on Monday - Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



January 17, 2006 



Luong 




Vinh T. Luong 
Primary Examiner 
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